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earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )KI Responsive to communication(s) filed on 26 September 2006 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) |EI Claim(s) 1-13,30-39 and 48-53 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-13.30-39 and 48-53 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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20 Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 
Preliminary Amendment 

1. Claims 14-29, 40-47 and 54-57 are canceled in a preliminary amendment received on 
09/28/06. Claims 1-13, 30-39 and 48-53 are now pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 30-39 are rejected under 35 U.S.C. 101 based on Supreme Court precedent, and 
recent Federal Circuit decisions, the Office's guidance to examiners is that a § 101 process must 
(1) be tied to another statutory class (such as a particular apparatus) or (2) transform underlying 
subject matter (such as an article or materials) to a different state or thing. Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the other statutory class (the thing or product) to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively recite the 
subject matter that is being transformed, for example by identifying the material that is being 
changed to a different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit decision 
since they are not tied to another statutory class and can be preformed without the use of a 
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particular apparatus. Thus, claims 1-19 are non-statutory since they may be preformed within the 
human mind. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-13, 30-39 and 48-53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fiden et al (US 2005/0261047 Al) in view of Travis (US 5,380,007) 

As per claims 1, 8, 9 and 30, Fiden discloses a gaming terminal for playing a basic 
wagering game and a bonus game, comprising: at least one display for displaying a randomly 
selected outcome for said basic wagering game, said randomly selected outcome being selected 
from a plurality of outcomes in response to receiving a wager input from a player, said plurality 
of outcomes including a start-bonus outcome ([0009] - [001 1]); and wherein, in response to said 
start-bonus outcome being said randomly selected outcome. Fiden does not explicitly disclose 
displaying a lottery ticket with lottery numbers and balls randomly selected but Travis discloses 
at least one display displaying a lottery ticket with lottery numbers thereon and a real-life video 
of a lottery drawing in which number-bearing lottery and balls are randomly selected, said player 
achieving a bonus award in response to a match between at least some of said lottery numbers 
and said selected number-bearing lottery balls (see abstract, fig. 1). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize a real life lottery drawing as thought by the system of Travis into the system 
of Fiden because it would provide a gaming terminal having a bonus feature that utilizes a ball 
control feature. 

As per claims 2, Fiden discloses a gaming terminal further comprising a network 
interface for connecting said gaming terminal to a network of gaming terminals [0039]; further 
comprising a controller for randomly selecting said number-bearing lottery balls [0008]. 
wherein said controller resides in said gaming terminal (see fig. 1); wherein said controller 
resides on a network server to which several gaming terminals are connected (see fig. 1); 
wherein said controller randomly selects said lottery numbers on said lottery ticket [0008]; 
further comprising a player input mechanism for allowing said player to select said lottery 
numbers (system of Fiden is capable of such feature); 

As per claims 10-12, Fiden does not explicitly a gaming terminal further comprising a 
player identification system for identifying said player, said player identification system causing 
said at least one display to display a customized greeting to said player (display system of Fiden 
is capable of such feature; see fig. 1); wherein said player identification system further causes 
said at least one display to display a lottery ticket having lottery numbers that are preselected by 
said player and stored within said player identification system (display system of Fiden is 
capable of such feature; see fig. 1); further comprising a video unit connected to said gaming 
terminal for processing said real-life video and providing full- screen, full-motion playback of 
said real-life video to said at least one display (display system of Fiden is capable of such 
feature; see fig. 1); wherein said video unit is a separate unit that is capable of providing said 
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full-screen, full-motion playback on a stand-alone basis (display system of Fiden is capable of 
such feature; see fig. 1). 

As per claims 3 1 and 32, Fiden discloses a method wherein said wagering game is a basic 
wagering game (see abs.); wherein said wagering game is a bonus game that is initiated upon 
occurrence of a predetermined outcome for a basic wagering game [0009]. 

As per claims 33-39, Fiden does not teach randomly selected lottery numbers but Travis 
discloses a method wherein said step of allocating includes randomly selecting said lottery 
numbers (see fig. 1); . The method according to claim 30, wherein said step of allocating 
includes allowing the player to manually select said lottery numbers (player has the options to 
select lottery numbers); wherein said plurality of real-life video clips includes a real-life close-up 
view of every possible combination of number-bearing lottery balls (see fig. 1); wherein said 
plurality of real-life video clips includes a real-life close-up view of certain ones every possible 
combination of number-bearing lottery balls (see fig. 1); wherein said step of randomly selecting 
an outcome includes said number-bearing lottery balls rolling from a drum of lottery balls down 
a chute path and into a chute, said plurality of real-life video clips including a close-up view of 
each number-beating ball rolling down a portion of said chute path (see abs); wherein said 
plurality of real-life video clips includes an animated close-up view of every possible 
combination of number-bearing lottery balls (see fig. 1); wherein said plurality of real-life video 
clips are full-screen, full-motion video clips (see abs.). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize a real life lottery drawing as thought by the system of Travis into the system 
of Fiden for the same reasons given in claim 1. 
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As per claim 48, Fiden discloses a method of conducting a wagering game on a gaming 
terminal, comprising: storing, in a database, a set of player-preferred selections from an array of 
player-selectable options (see fig. 2, memory 35 can be a database storing the preferred 
selections by a player), said array used for determining a randomly selected outcome to said 
wagering game; retrieving said set of player-preferred selections from said database ([0009], see 
fig. 2). Neither Fiden nor Travis discloses applying said set of player-preferred selections to said 
wagering game; and determining an outcome of said wagering game based on said applying step 
but it would have been obvious tone of ordinary skill in the art to utilize such features for the 
same reasons previously given. 

As per claims 49, 50, 52 and 53, Fiden discloses a method wherein said outcome of said 
wagering game is determined by comparing said player-preferred selections with randomly 
selected options from said array of player-selectable options [0029]; further comprising 
displaying said array of player-selectable options prior to said retrieving step [0003]; wherein 
said database is stored on a network to which said gaming terminal is connected (see fig. 2, 35); 
further comprising retrieving said set of player-preferred selections based on a player's identity 
(see fig. 2, retrieving from memory 35). 

As per claim 51, Fiden does not disclose a lottery game but Travis discloses a method 
wherein said wagering game is a lottery game (see abs.). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize a real life lottery drawing as thought by the system of Travis into the system 
of Fiden for the same reasons given in claim 1. 



Application/Control Number: 1 0/594, 1 67 Page 7 

Art Unit: 3714 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

• See references cited on PTO form 892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald Laneau whose telephone number is (571)272-6784. The 
examiner can normally be reached on 8:30 - 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Peter Vo can be reached on (571) 272-4690. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Ronald Laneau/ 
Primary Examiner 
Art Unit 3714 
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